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Art Unit: 21 16 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1,4, and 5 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Tang et al., US Patent Appl. Pub. No. 2003/0206442. 

Re claim 1 , Tang discloses a system for actively booting a computer system 
electrically connected with a storage medium which stores boot codes thereon for 
initializing an operating system of the computer system (paragraph 0005, lines 1 1-18, 
paragraph 0006, lines 1-5), and said system comprising: 

a non-XIP type storage medium controller accessing the boot codes from the 
storage medium when said storage medium is a non-XIP type storage medium 
(paragraph 0022, lines 4-5, FIG. 2, 230); 

an internal buffer coupled to the non-XIP type storage medium controller, storing 
the boot codes accessed from the non-XIP type storage medium (paragraph 0023, lines 
3-8, paragraph 0024, lines 2-5, FIG. 3, 310, 335, 350); and 

a multiplexing storage medium controller coupled to the internal buffer 
(paragraph 0024, line 2, FIG. 3, 330), controlling a central processing unit (CPU 
disposed in the computer system (inherently disclosed, since Tang discloses the above 
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described system within a computer, notebook computer, and PDA, all of which devices 
include a CPU accessing the boot code - paragraph 0005, lines 1-4) to access the boot 
codes from the internal buffer to initiate the operating system of the computer 
(paragraph 0024, lines 9-16, FIG. 3). 

Re claim 4, Tang further discloses the system wherein the multiplexing storage 
medium controller accesses the boot codes directly from the storage medium to the 
CPU for initiating the operating system when said storage medium is a XIP type storage 
medium (paragraph 0024, lines 6-8, lines 9-16, FIG. 1, FIG. 2, FIG. 3, 325, 330). 

Re claim 5, Tang further discloses the apparatus wherein the non-XIP type 
storage is a NAND-type flash memory (paragraph 0006, lines 1-5, FIG. 2, 230). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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Claim 6, 9, 10, and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tang et al., US Patent Appl. Pub. No. 2003/0206442, in view of 
Hatalkar, US Patent Appl. Pub. No. 1004/0088701. 

Re claims 6 and 10, Tang discloses a computer system providing a method for 
actively enabling the computer system and a method for actively booting a computer 
system, with access of boot codes from a storage medium to initiate an operating 
system of a computer system (paragraph 0003, lines 1-5, paragraph 0004, lines 1-4, 
lines 1 1-18), comprising steps of: 

a CPU disposed in the computer system (inherently disclosed, since Tang 
discloses the above described system within a computer, notebook computer, and PDA, 
all of which devices include a CPU accessing the boot code - paragraph 0005, lines 1- 
4) directly accessing the boot codes directly from the storage medium through a 
multiplexing storage medium controller when said storage medium is in XIP type 
storage medium (paragraph 0024, lines 6-8, lines 9-16, FIG. 1, FIG. 2, FIG. 3, 325, 
330); 

facilitating a non-XIP type storage medium controller to access the boot codes 
from the storage medium and then to store the boot codes in an internal buffer when 
said storage medium is a non-XIP type storage medium (paragraph 0023, lines 3-8, 
paragraph 0024, lines 2-5, FIG. 2, 230, FIG. 3, 310, 335, 350), and 

the CPU implementing the boot codes to initiate the operating system of the 
computer system (paragraph 0003, lines 1-5, paragraph 0005, lines 1-4, lines 11-18, 
paragraph 0024, lines 9-16, lines 21-25). 
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Tang fails to disclose determining whether the storage medium is a XIP type 
storage medium. 

Hatalkar teaches dynamic reconfiguration of XIP and non-XIP applications by 
monitoring the application usage (Abstract, lines 1-5). Hatalkar further teaches 
determination of whether to reconfigure between an XIP and non-XIP (and vice versa) 
application based on comparison with an XIP list (paragraph 0032, lines 1-10, 
paragraph 0033, lines 9-18, FIG. 5). In addition, Hatalkar teaches storing the 
compressed non-XIP applications in one storage device (paragraph 0030, lines 9-12, 
paragraph 0034, lines 1-4, FIG. 3, 316) and storing the XIP applications in a different 
storage device (paragraph 0026, lines 13-19, paragraph 0030, lines 1-2, FIG. 3, 320). 
Thus, by determining whether or reconfigure the application in question, it is also 
determined on which storage device (what storage type device) that application resides. 
In, Hatalkar, the above described system and method, determine the XIP and non-XIP 
mode at run time (paragraph 0003, lines 1-7). Thus, the advantages (e.g. memory 
increased speed or decreased memory space) of using both types of memories are 
achieved (paragraph 0003, lines 16). 

It would have been obvious to one of ordinary skill in the art at the time of 
applicant's invention to use the system and method for determining whether to 
reconfigure an XIP or non-XIP application (residing on its corresponding storage 
device), as suggested by Hatalkar with the system and method disclosed by Tang in 
order to implement determining whether the storage medium is a XIP type storage 
medium. One of ordinary skill in the art would be motivated to do so in order to increase 
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the memory speed or decrease the required memory space when using XIP and non- 
XI P types of memories. 

Re claims 9 and 13, Tang further discloses the computer system providing a 
method for actively enabling the computer system and the method for actively booting a 
computer system wherein the non-XIP type storage medium is a NAND-type flash 
memory (paragraph 0006, lines 1-5, FIG. 2, 230). 

Allowable Subject Matter 

Claims 2, 3, 7, 8, 11, and 12 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject 

matter: 

Re claims 2 and 1 1 , the prior art of record fails to disclose or suggest the subject 
matter of claims 1 and 10, accordingly, wherein "the multiplexing storage medium 
controller disables the CPU before the non-XIP type storage medium controller 
accesses the boot codes". 

Re claim 7, the prior art of record fails to disclose or suggest the subject matter of 
claim 6, wherein "disabling the CPU by the multiplexing storage medium controller 
before the non-XIP type storage medium controller accesses the boot codes from the 
storage medium when said storage medium is a non-XIP type storage medium". 

Re claim 12, the prior art of record fails to disclose or suggest the subject matter 
of claim 10, wherein "the multiplexing storage medium controller re-activates the CPU 
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when the non-XIP type storage medium controller accesses and stores successfully 
from the storage medium". 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stefan Stoynov whose telephone number is (571) 272- 
4236. The examiner can normally be reached on 8:00AM-4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lynne Browne can be reached on (571) 272-3670. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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